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Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.1 14, and the fee set 
forth in 37 CFR 1 .17(e) has be^n timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
November 4, 2005 has been entered. 

It is noted that applicant's have "withdrawn" claim 25. It is not clear what is the 
intent of withdrawing the claim.: The examiner assumes applicant meant to cancel the 
claim, and is proceeding under that notion. Clarification of this issue is respectfully 
requested. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-3, 6, 11, 23, 24, 26 and 41-46 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Aita et al (5,389,096) in view of the teachings of Swartz et al 
(5,902,289) Mulier et al (5,431,649) and Nardella (5,334,193). 

Aita et al disclose a laser catheter device for performing PMR procedures. The 
catheter is advanced into the ventricle of a heart and then used to form channels within 
the heart wall. Aita et al fail to specifically disclose the use of electrosurgical energy as 
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the treatment energy. The particular channel size (applicant's claim 1 1) is deemed to 
be an obvious consideration for one of ordinary skill in the art and commensurate in size 
with the catheter used by Aita et al. Further, one of ordinary skill in the art would 
obviously, if not inherently, terminate the delivery of energy when the wall of the heart 
was penetrated to prevent the ablation of non-targeted tissue. 

Swartz et al disclose another cardiac treatment catheter apparatus. In particular, 
Swartz et al teach that it is generally known in the art to substitute various well-known 
energy modalities in a cardiac ablation catheter. In particular, Swartz et al teach that it 
is known to use either laser or RF energy for ablating cardiac tissue (col. 1 1 , lines 3-12). 
However, Swartz et al fail to disclose the use of a conductive fluid to enhance the 
electrosurgical procedure. 

Mulier et al disclose a cardiac ablation catheter that includes RF electrodes for 
ablating tissue. In particular, Mulier et al disclose the specific advantages of providing a 
conductive fluid to tissue during RF ablation to enhance the ablation procedure and cool 
tissue, (see Abstract and col. 2, lines 8+). Mulier et al fail to specifically disclose the 
use of a saline solution, or the specific voltage levels used to ablate tissue. 

Nardella disclose a device analogous to the Mulier et al device. It includes a 
catheter having a helical electrode for ablating tissue. Nardella also disclose providing 
a fluid to the electrode/tissue interface for cooling, and specifically teach that the fluid 
may be saline (col. 4, line 51). Nardella also specifically teach the use of RF energy for 
ablating tissue having voltage levels within the range set forth by the applicant (col. 5, 
lines 60-64). The examiner maintains that there is sufficient motivation to provide the 
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combination of the Muiier et al and Nardella teachings to the Aita system. Such a 
system that provides for the electrode structure for treating tissue in the vicinity of a 
saline solution with the appropriate voltage levels would inherently yield the same 
results (i.e. inducing the discharge of energetic electrons and photons). 

To have provided the Aita et al system with an RF energy catheter, in lieu of the 
laser energy catheter, for performing the TMR procedure would have been an obvious 
modification for one of ordinary skill in the art, particularly since Swartz et al teach the 
known substitutability of these two modalities in treating cardiac tissue. To have further 
provided a conductive solution ito the tissue site during the ablation procedure to 
enhance tissue ablation would have been an obvious consideration for one of ordinary 
skill in the art in view of the teachings of Muiier et al and Nardella. 

Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Aita et al 
('096), Swartz et al ('289), Nardella ('334) and Muiier et al ('649) as applied to the claims 
above, and further in view of the teaching of Rudko (5,125,924). 

The combination of the Swartz et al and Muiier et al teachings with the Aita et al 
system has been addressed previously. Neither Swartz et al nor Aita et al specifically 
disclose the firing of ablative energy in concert with a monitored EKG cycle. 

Rudko et al disclose a laser heart ablation catheter. In particular, Rudko et al 
teach that it is advantageous to monitor EKG activity and synchronize the delivery of 
ablative energy with specific intervals of the EKG cycle to more safely treat the heart 
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tissue. That is, ablative energy is fired when the heart is in its most stable state to 
prevent errant firing of ablative energy on the moving heart. 

To have provided the Aita et al system, as modified by the teachings of Swartz et 
al and Mulier et al, with a means to synchronize the delivery of ablative energy during 
calm periods of the heart beat cycle to more accurately deliver the ablative energy 
would have been an obvious consideration for one of ordinary skill in the art in view of 
the teaching of Rudko. 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Long!, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1.130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 1-3, 6-8, 10, 11, 15-17, 23, 24, 26 and 41-46 are rejected under the 
judicially created doctrine of obviousness-type double patenting as being unpatentable 
over claims 1-31 of U.S. Patent No. 5,873,855. Although the conflicting claims are not 
identical, they are not patentably distinct from each other because the minor variations 
in the claimed method steps are deemed obvious to one of ordinary skill in the art. 
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Claims 1-3, 6-8, 10, 11, 15-17, 23, 24. 26 and 41-46 are rejected under the 
judicially created doctrine of obviousness-type double patenting as being unpatentable 
over claims 1-32 of U.S. Patent No. 5,683,366. Although the conflicting claims are not 
identical, they are not patentably distinct from each other because the minor variations 
in the claimed method steps are deemed obvious to one of ordinary skill in the art. 

Claims 1-3, 6-8, 10, 11, 15-17 and 23-27 are rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over claims 1-104 
of U.S. Patent No. 5,697,281 . Although the conflicting claims are not identical, they are 
not patentably distinct from each other because the minor variations in the claimed 
method steps are deemed obvious to one of ordinary skill in the art. 

Claims 1-3, 6-8, 10, 11, 15-17, 23, 24, 26 and 41-46 are rejected under the 
judicially created doctrine of obviousness-type double patenting as being unpatentable 
over claims 1-56 of U.S. Patent No. 5,697,882. Although the conflicting claims are not 
identical, they are not patentably distinct from each other because the minor variations 
in the claimed method steps are deemed obvious to one of ordinary skill in the art. 

Claims 1-3, 6-8, 10, 11, 15-17, 23, 24, 26 and 41-46 are rejected under the 
judicially created doctrine of obviousness-type double patenting as being unpatentable 
over claims 1-1 1 of U.S. Patent No. 6,032,674. Although the conflicting claims are not 
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identical, they are not patentably distinct from each other because the minor variations 
in the claimed method steps are deemed obvious to one of ordinary skill in the art. 

Claims 1-3, 6-8, 10, 1 1, 15-17, 23, 24, 26 and 41-46 are provisionally rejected 
under the judicially created doctrine of obviousness-type double patenting as being 
unpatentable over the pending claims of copending Application No. 09/054,660. 
Although the conflicting claims are not identical, they are not patentably distinct from 
each other because the minor variations in the claimed method steps are deemed 
obvious to one of ordinary skill in the art. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Response to Arguments 

Applicant's arguments with respect to the pending claims have been considered 
but are moot in view of the new ground(s) of rejection. 

It is noted that applicant has indicated that a terminal disclaimer has been filed 
with the November 5, 2005 response (see page 1 1 ). However, no terminal disclaimer 
has been found in the response papers and the response transmittal letter does not 
indicate that a terminal disclaimer has been included. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael Peffley whose telephone number is (571) 272- 
4770. The examiner can normally be reached on Mon-Fri from 6am-3pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Linda Dvorak can be reached on (571) 272-4764. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may bepbtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



mp 

February 14, 2006 




